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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)[EI Responsive to communication(s) filed on 02/03/2004 , 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 9-13 and 42-62 is/are pending in the application. 

4a) Of the above claim(s) 49-62 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) [x] Claim(s) 9-13 and 42-48 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Status of Claims 

1. Amendment filed 02/03/2004 is acknowledged. Claims 1-8,14-41 are 
canceled. Claims 42-62 are added. 

2. Newly submitted claims 49-62 are directed to inventions that are independent 
or distinct from the invention originally claimed for the following reasons: The 
active site of claim 9 can be represented by other (e.g., mechanical) means; further, 
machine-readable medium or computer system of claims 49-62 can contain any type 
of information, other than information on the active site of claim 9. Furthermore, the 
structure information of claim 9 is non-functional descriptive material which does not 
bring distinguishing characteristics to the machine-readable medium or computer 
system of claims 49-62. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 49-62 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and 
MPEP § 821.03. 
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3. Rejections not reiterated from previous Office actions are hereby withdrawn. 
The following rejections constitute the complete set presently being applied to the 
instant application. 

Claim Rejections - 35 U.S.C. § 101 

4. Claims 9-13 and claims 42-48 are rejected under 35 U.S.C. § 101 because the 
claimed invention is directed to non-statutory subject matter. The rejection is 
maintained for the reasons of record. 

Examiner maintains that both claims 9-1 3, drawn to an "active site", and claims 
42-49, drawn to three-dimensional model comprising coordinates of said active site, 
are directed to descriptive material that is not a composition of matter, but rather a set 
of three dimensional coordinates. Applicant argues that specification states that the 
"active site" refers to a region of molecule. However, the claims are directed not to 
a fragment of a protein, but rather to a set of relative spatial coordinates which does 
not constitute a composition of matter. The same applies to three-dimensional model 
of newly submitted claims 42-48. 

Claim Rejections - 35 USC § 1 12, first paragraph. 

5. Claims 42-48 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
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reasonably convey to one skilled in the relevant art that the inventors, at the time the 
application was filed, had possession of the claimed invention. The claims introduce 
new matter as they are drawn to three-dimensional model of N-TRADD active site. 
Applicant directs to pages 1 5-1 7 of specification as providing support for the claimed 
subject matter; however, said pages do not describe the invention as claimed. 



Claim Rejections - 35 USC § 702 and 103, 
The following is a quotation of the appropriate paragraphs of 35 U.S.C.102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 



The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in order for the 
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examiner to consider the applicability of 35 U.S.C. 103® and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 9-13,42-48 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over (Hsu et al, 1995, 1996). 

The referenced prior art described in Background section of the instant 
application (p. 2, second paragraph) teaches TRADD protein, and N-terminal domain 
thereof. As such, the molecule of TRADD described in the prior art inherently 
possesses the active site claimed in claims 9-13; further, the described molecule of 
TRADD is considered to represent a "model", such as those instantly claimed in claims 
42-48. Since the Office does not have the facilities for examining and comparing 
applicants 1 "active site" and "model" with the protein of the prior art, the burden is 
on applicant to show a novel or unobvious difference between the claimed product and 
the product of the prior art (i.e., that the protein of the prior art does not possess the 
same structural characteristics of the claimed active site" and "model"). 

In re Best (195 USPQ 430) and In re Fitzgerald (205 USPQ 594) discuss the 
support of rejections wherein the prior art discloses subject matter for which there is 
a reason to believe that it inherently includes functions that are newly cited or that it 
is identical to a product instantly claimed. In such a situation the burden is shifted to 
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applicants to "prove that subject matter shown to be in the prior art does not possess 
characteristic relied on" (205 USPQ 594, second column, first full paragraph). 



7. No claims are allowed 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Borin whose telephone number is (703) 
305-4506. Dr. Borin can normally be reached between the hours of 8:30 A.M. to 
5:00 P.M. EST Monday to Friday. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. Michael Woodward, can be reached on 
(703) 308-4028. The fax telephone number for this group is (703) 305-3014. 

Any inquiry of a general nature or relating the status of this application should 
be directed to the Group receptionist whose telephone number is (703) 308-0196. 



Conclusion. 



April 1 6, 2004 



MICHAEL BORIN, PH.D 
PRIMARY EXAMINER^ 




mlb 



